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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 1 1 November 2009 . 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1.4.5.8 and 9 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) IEI Claim(s) 1.4.5.8 and 9 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
November 11, 2009, has been entered. 

Response to Arguments 

2. Applicant's arguments filed October 19, 2009 have been fully considered but they 
are not persuasive. Applicant's arguments were addressed within an Advisory Action 
mailed on November 6, 2009. Since no new amendments or arguments have been 
made since the Advisory Action, Applicant's arguments filed on October 19, 2009 are 
again addressed as they were in the Advisory Action. 

3. The Applicant first argues that Toshiba (EP 0643293) "teaches away" from the 
claimed invention since there is no Direct Comparison Circuit and that Toshiba relies on 
algorithms to detect defects. The Examiner respectfully disagrees. Toshiba describes 
determining if there is a pattern defect by matching side patterns (col. 4, lines 13-17), 
and if something is outside the pattern a defect will be found. The Examiner points out 
that even though this comes from, as the Applicant states the "prior art" section, the 
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method is still described and thus known within the art. As for the second argument that 
using both the corner pattern portions and the side pattern portions so that the 
inspection can take place is not found in Tanaka (US 6,952,492) or Toshiba, the 
Examiner points out that it is the combination of the two prior arts that teaches all the 
limitations of the claim language. The Examiner would also like to point out that it would 
be obvious to one of ordinary skill in the art to combine Tanaka and Toshiba as stated 
by the Applicant because the combination of patterns creates an efficient inspection 
without the risk of the side pattern portions running past the corners and giving 
erroneous rejections. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

The USPTO "Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility" (Official Gazette notice of 22 November 2005), Annex 
IV, reads as follows (see also MPEP 2106): 

Nonfunctional descriptive material that does not constitute a statutory process, machine, manufacture 
or composition of matter and should be rejected under 35 U.S.C. Sec. 101 . Certain types of descriptive 
material, such as music, literature, art, photographs and mere arrangements or compilations of facts or 
data, without any functional interrelationship is not a process, machine, manufacture or composition of 
matter. USPTO personnel should be prudent in applying the foregoing guidance. Nonfunctional 
descriptive material may be claimed in combination with other functional descriptive multi-media 
material on a computer-readable medium to provide the necessary functional and structural 
interrelationship to satisfy the requirements of 35 U.S.C. Sec. 101 . The presence of the claimed 
nonfunctional descriptive material is not necessarily determinative of nonstatutory subject matter. For 
example, a computer that recognizes a particular grouping of musical notes read from memory and 
upon recognizing that particular sequence, causes another defined series of notes to be played, 
defines a functional interrelationship among that data and the computing processes performed when 
utilizing that data, and as such is statutory because it implements a statutory process. 
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Claim 5 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter as follows. Claim 5 recites a "master pattern" 
which is non-functional descriptive material and can be considered pure data, which 
does not impart functionality to a computer or computing device, and is thus considered 
nonfunctional descriptive material. Such nonfunctional descriptive material, in the 
absence of a functional interrelationship with a computer, does not constitute a statutory 
process, machine, manufacture or composition of matter and is thus non-statutory per 
se. Non-functional descriptive is non-statutory regardless of whether it is claimed as 
residing on a computer readable medium. 



Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. Claims 1, 4, 5, 8, and 9 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Tanaka et a!., US 6,952,492 B2 and further In view of Toshiba et 

a!., EP 0643293 A1. 

Regarding claim 1, Tanaka teaches an outer surface-inspecting method for 
Inspecting an outer surface of an Inspection area (Fig. 1 1 , Item "87") having repeated 
patterns through comparison (Fig. 1 1 , Items "61" col. 7, lines 30-40) with a 
predetermined master pattern, said method, comprising: dividing said inspection area 
having a rectangular shape into a plurality of matrix-like view areas; classifying a master 
pattern, according to respective different edge shapes of said inspection area (Col. 7, 
lines 30-40, The examiner takes Into account that the master pattern Is the strategic 
locations of the four corners and center, which forms a pattern.) Involving four corner 
pattern portions each of which Is applied to a respective corner portion of the Inspection 
area and has two perpendicular edges defining the respective corner portion and an L- 
shaped outer area surrounding the perpendicular edges (Fig. 1 1 , col. 7, lines 30-40), 
and a central pattern portion without having an edge portion of the Inspection area (Fig. 
1 1 , col. 7, lines 30-40); moving each of the side pattern portions relative to the 
inspection view areas along a peripheral portion of the Inspection area having the 
repeated patterns between respective corner pattern portions, so as to be applied to 
respective matching Inspection view areas of the peripheral portion; applying the single 
central pattern portion to matching of each of the Inspection view areas at a central 
portion for the central portion surrounded by each of the peripheral portions; and 
inspecting the outer surface of the inspection area by comparing the standard pattern 
portions to the view areas corresponding to the classified standard pattern portions (col. 
7, lines 30-40, The examiner clarifies that the pattern made by the four corners and 
center, are moved from one shot to another and thus each new shot Is compared with 
the four corners and center pattern.). 
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However, Tanaka does not explicitly state using four side pattern portions each 
of which is applied to a respective side of the inspection area and has a straight edge 
portion defining a vertical edge or a horizontal edge and an outer edge portion of the 
straight edge portion , thus giving nine standard pattern portions including the four 
corners and the center patterns. Edge detection is notoriously well known in the art, as 
is shown in EP 0643293 A1 , which uses reference patterns as a master pattern to 
compare or match with an inspection pattern for edges and corners (Figs. 9A, 9B, 10A 
and 10B). Combining the edge detection capability of EP 0643293 A1 , into Tanaka, 
results in nine standard pattern portions which can be used for alignment or defect 
detection. It would be obvious to one of ordinary skill in the art to modify Tanaka to 
include edge detection, to allow for a more precise matching ability between the master 
pattern and an inspection area. 

The examiner takes into account that the prior art of record encompasses the 
broadest interpretation of the claim language within this application. In EP 0643293 A1 , 
looking at Figures 9A, 9B, 10A, and 108 it is easily seen that the inspection apparatus 
teaches inspecting the outer edges (Fig. 9B "delta t"), and the outer portion of the 
corners as well. Therefore, it is clear that between Toshiba and Tanaka the apparatus 
checks both the straight edges of the corners and edges and also the outside area 
around the edges and corners. 

Regarding claim 4, Tanaka teaches the outer surface-inspecting method set 
forth in claim 1 , wherein an object to be inspected is a semiconductor chip (Abstract). 

Regarding claim 5, see the rejection made to claim 1 for it address the 
limitations found in claim 5, excluding said matrix-like view areas being obtained by 
dividing said inspection area in horizontal and vertical directions. This can be found in 
Figure 11 of Tanaka. Since the inspection area is a rectangle the view is inherently 
divided into horizontal and vertical directions. Also, since the inspection area can be 
used over repetitive patterns, the entire inspection area is divided into horizontal and 
vertical directions. 

Regarding claim 8, Tanaka teaches the master pattern forth in claim 5, wherein 
an object to be inspected is a semiconductor chip (Abstract). 
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Regarding claim 9, see the rejection made to claim 1 for it addresses all the 
limitations of the method of this apparatus. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL VANCHY JR whose telephone number is 
(571 )270-1 1 93. The examiner can normally be reached on Monday - Friday 8:30 am - 
5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bhavesh Mehta can be reached on (571 ) 272-7453. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Michael J. Vanchy Jr. 
Examiner, AU 2624 
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